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DETAILED ACTION 



1 . Applicant's submission filed on August 8, 2006 has been entered. Applicant has 
amended claims 1, and 7. The following is a FINAL office action upon examination of 
application number 09/871,605. Claims 1, 3-7, and 9-12 are pending in the application 
and have been examined on the merits discussed below. 

Response to Arguments 

2. Applicant's arguments filed August 8, 2006 have been fully considered but they 
are not persuasive. 



3. As stated in the previous Office Action mailed November 29, 2005, the Applicant 
did not challenge the Official Notice cited in the Office Action mailed June 15, 2005. 
Those statements have been admitted as prior art. Specifically, it has been admitted as 
prior art that: 

• It is old and well known in the art that digital copies of documents (such as 
digitally notarized documents) can be transmitted between users through . means 
that are also old and well known in the art (Internet, electronic mail, file transfer 
protocol, etc.). 
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4. Applicant argues that Eisenhart in view of Dworkin does not disclose a human 
operator. 

The Examiner respectfully disagrees. Eisenhart allows members to browse a 
directory listing of member and project profiles that include more information than was 
available from the pedestrian website [Paragraph 14]. Dworkin et al. allows for an expert 
respondent to be selected manually by the user or automatically by the system [Column 
2, lines 7-9]. Dworkin et al. enables the user to be given the opportunity to direct a 
question to an expert of his or her choice. The system could ask the user to indicate a 
subject, from a menu of possible subjects, and the system would then choose an expert 
according to the subject selected [Column 7, lines 19-22]. 

Alternatively, the system taught by Dworkin et al. can also be programmed to 
direct the question to a particular expert respondent. The key words appearing in a 
question may be analyzed and compared with the key words appearing in a biography 
of the expert [Column 7, lines 11-19]. 

Since the user specifies a subject that has a plurality of members that are 
experts in said subject, said user (or "operator", as per the Applicant's definition of 
"operator" in the specification) has thereby selected members to request information 
from. Therefore, both the computer logic and the user ("operator") of the Dworkin et al. 
invention select members from which to request information. 
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5. Applicant argues that there is no motivation to combine Eisenhart and Dworkin. 

In response to applicant's argument concerning improper motivation to combine 
references, the examiner recognizes that references cannot be arbitrarily combined and 
that there must be some reason why one skilled in the art would be motivated to make 
the proposed combination of primary and secondary references. In re Nomiya, 184 
USPQ 607 (CCPA 1975). However, the examiner asserts that it is not necessary that a 
reference actually suggest changes or possible improvements which the applicant 
made, as stated in In re Sheckler, 168 USPQ 716 (CCPA 1971). The Patent & 
Trademark Office can satisfy the burden under § 103 to establish a prima facie case of 
obviousness "by showing some objective teaching in the prior art or that knowledge 
generally available to one of ordinary skill in the art would lead that individual to 
combine the relevant teachings of the references." In re Fine, 5 USPQ2d 1596, 1598 
(CA FC 1988). Therefore, the test for combining references is what the combination of 
disclosures taken as a whole would suggest to one of ordinary skill in the art. In re 
McLaughlin, 170 USPQ 209 (CCPA 1971). Even if the references in the instant case do 
not expressly suggest the specific combination claimed by the inventor, an assertion 
which the examiner contests, the courts have stated "to support [a] conclusion that 
claimed combination is directed to obvious subject matter, references must either 
expressly or impliedly suggest claimed combination or examiner must present 
convincing line of reasoning as to why artisan would have found claimed invention to 
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have been obvious in light of references 1 teachings." Ex parte Clapp, 227 USPQ 972, 
973 (BdPatApp&Int 1985). Furthermore, The Courts have already established that 
"[hjaving established that this knowledge was in the art, the examiner could then 
properly rely, as put forth by the solicitor, on a conclusion of obviousness 'from common 
knowledge and common sense of the person of ordinary skill in the art without any 
specific hint or suggestion in a particular reference. ,H In re Bozek, 163 USPQ 545, 549 
(CCPA 1969). In the instant case, Eisenhart allows members to browse a directory 
listing of member and project profiles that include more information than was available 
from the pedestrian website [Paragraph 14]. Members can request direct contact with 
potential business partners to advance the evaluation for a potential partnership. 
Dworkin et al. also allows users to select an expert respondent to exchange ideas and 
information [Column 2, lines 7-10]. Both Eisenhart and Dworkin et al. are linked through 
their mutual teachings of selecting specific participants for collaboration in exchanging 
information. Dworkin et al. disclusses the use of human operators and the usefulness of 
providing users with the opportunity to direct a question to an expert of his or her choice 
in the scenario of there being more than one expert available at the same time [Column 
7, lines 8-10], which is a feature lacking in Eisenhart. 



Claim Rejections - 35 USC §112 



6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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7. Claims 1, 3-7 and 9-12 are rejected under 35 U.S. C. 112, second paragraph, as 
being incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01 . The omitted steps are: 

Applicant has amended claims 1 and 7 to include a limitation that an "operator" 
selects members to request engineering information. 

However, it is unclear whether said "operator" is a computerized logic module, or 
a person. An operator can be a logical operator (such as computer logic that 
automatically performs a function) or a person who operates a machine or device (i.e., a 
user operating a computer would be an "operator"). 

The specification implies that the operator is a person (see lines 1 1-13 of page 
10 of the specification). Specifically, the limitation states that an "operator" is: "a 
business operator who desires to gather engineering information by means of the 
present system". The definition set forth in the specification suggests that users of the 
system are the "operator" of the claimed invention. The claim language further supports 
this, in that it provides a limitation for applicants "to report predetermined items from a 
network terminal operated by the applicant", thus implying that said applicant is an 
"operator" of the network terminal and claimed invention. 
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It is unclear if the claimed "operator" is a title for the user of the claimed 
invention, or if there is an additional intermediary party that facilitates an exchange of 
information and knowledge between parties. For example, if a user searching for an 
auto mechanic provides information on the make and model of their car, along with a 
question regarding maintenance, an intermediary party may monitor the 
communications network and parse through the membership database in order to select 
a member whose expertise is in the subject area raised by the user's question and 
would be able to answer said user's question. In this instance, the intermediary would 
be the "operator". 

The claim language also provides a limitation of "performing examination 
operation" on reported information, which implies that the interaction from the user 
(applicant) facilitates a series of logic modules to be executed in order to register 
membership solicitation information and quality said user (applicant) for membership. 
Thus, it is unclear if the "operator" is a computer logic module that identifies suitable 
members from a membership database to request information from. 

For purposes of examination, the Examiner has interpreted the newly amended 
limitation of the "operator" to be a logic module. Clarification is required to resolve the 
conflicting implications of the "operator" limitation. 
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Claims 2-6 and 9-12 are dependent on claims 1 and 7 and are rejected under the 

* 

same rationale. 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1, 3-7, and 9-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Eisenhart (PGPub 2001/0047276) in view of Dworkin et al. (U.S 
Patent #6,026,148). 

As per claim 1, Eisenhart teaches an open research and development method 
comprising the steps of: 

sending membership solicitation information (registration data) to a 
communications network (using Internet 100) from a predetermined server (at a web- 
based presentation interface on a pedestrian web site) [Paragraphs 12 and 31]; 

causing an applicant for membership to report predetermined items (registration 
data including company contact information, personal contact information, role 
performed, requested login account, company affiliation, electronic mail address) 
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from a network terminal (computer) operated by the applicant, by way of the 
communications network (using Internet 100) [Paragraphs 12 and 105]; 

performing examination operation (verification of qualifications) on the 
reported information (registration data, contact information) in connection with 
membership registration [Paragraphs 12, 45 and 105]; 

registering the (identification) information about the applicant into a membership 
database (database 340) (as a member or personal profile) on at least the condition 
that the applicant should have passed the examination operation (user is a member) 
[Paragraphs 13, 45, 46]; and 

accumulating, into a knowledge database (collection of resources {editorial 
content, templates, tools, links, discussion forums, etc.} into a digital library) , 
information which has been transmitted from members (technology asset 226, 
technology project 228, and confidential data such as technical documents, test 
results, and empirical studies) registered in the membership database by way of the 
communications network in relation to a specific topic (organized by topic, type of 
deal sought, targeted industry segment) [Paragraphs 33, 52, 54]. 

Eisenhart teaches the steps of compiling a list of members by utilization of 
information about the members (member profile and need profile of member) 
registered in the membership database [Paragraphs 14 and 55] and teaches the step of 
transmitting engineering information by means of a communications network (Supplier 
server 222 connects to Internet 100 and provides access to technology asset 226, 
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technology project 228, and confidential data such as technical documents, test 
results, and empirical studies) [Paragraph 33], but does not explicitly teach the step 
of using a human operator to select members and to request engineering information 
from said selected members. 

However, Dworkin et al. allows for an expert respondent to be selected manually 
by the user or automatically by the system [Column 2, lines 7-9]. Dworkin et al. enables 
the user to be given the opportunity to direct a question to an expert of his or her choice. 
[Column 7, lines 10-11]. 

Since the user specifies a subject that has a plurality of members that are 
experts in said subject, said user (or "operator", as per the Applicant's definition of 
"operator" in the specification) has thereby selected members to request information 
from. Therefore, both the computer logic and the user ("operator") of Dworkin et al. are 
used to select members from which to request information. 

Both Eisenhart and Dworkin et al. are directed towards the electronic exchange 
of expert information; therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to modify the teachings of Eisenhart to include the ability 
to select members to request information from based on membership information about 
each expert, because the resulting combination would facilitate the pairing of said user 
with an expert able to answer said user's question based on said expert's membership 



t 
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information and areas of expertise, further providing users with the opportunity to direct 
a question to an expert of his or her choice in the scenario of there being more than one 
expert available at the same time. 

Furthermore, the "engineering" information recited in claim 1 is only found in the 
non-functional descriptive material and is not functionally involved in the steps recited 
nor does it alter the recited structural elements. The recited method steps would be 
performed the same regardless of the type of data exchanged. Further, the structural 
elements remain the same regardless of the type of data exchanged. Thus, this 
descriptive material will not distinguish the. claimed invention from the prior art in terms 
of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 2106. 

As per claim 3, Eisenhart teaches the open research and development method 
according to claim 1 , further comprising the steps of: 

submitting given inquiries to the applicant (request for registration data) by way 
of the communications network (Internet 100) [Paragraphs 12 and 31]; and 

determining whether to register the applicant as a member (qualifying the 
potential member), on the basis of answers provided (registration data and contact 
information) in response to the inquiries [Paragraphs 12 and 45]. 
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As per claim 4, Eisenhart teaches the open research and development method 
according to claim 1 or claim 3, wherein the items to be reported by the applicant 
include items to be used for grasping the applicant's experience (personal work 
history) in research and development [Paragraph 13]. 

As per claim 5, Eisenhart teaches the open research and development method 
according to claim 1 , further comprising the steps of: 

concluding a secrecy memorandum (exclusive review agreement and 
nondisclosure agreement) with the applicant who has passed the examination 
operation (member) [Paragraphs 15 and 90] 

Eisenhart teaches a digital notarization of key documents (such as exclusive 
review agreements). It has been admitted as prior art, as a result of improperly and/or 
untimely challenged Official Notice, that it is old and well known in the art that digital 
copies of documents (such as digitally notarized documents) can be transmitted 
between users through means that are also old and well known in the art (Internet, 
electronic mail, file transfer protocol, etc.). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of invention to modify the teachings of Eisenhart to 
include the step of using the Internet to conclude a secrecy memorandum between 
users as a efficient, low-cost means of ensuring that both parties have received certified 
notarized copies of the exclusive review agreement. 
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Eisenhart does not explicitly teach the step of admitting membership registration 
of the applicant only if the applicant has concluded the secrecy memorandum. However, 
Eisenhart teaches a system where registered users are required to conduct an 
exclusive review agreement with potential members whom they wish to collaborate with 
before an exchange of information can occur. Only when an agreement of collaboration 
is made and notarized can either party access a secure collaboration area in a project 
portal [Paragraphs 47 and 86], Members who do not have such agreements in place are 
only permitted to view non-sensitive information, such as member profiles, need profiles 
of users, and a catalog of technology innovations available for exchange. Members who 
have agreed to the exclusive review agreements are enabled to view and exchange 
sensitive information, whereas members without such agreements are only able to view 
non-sensitive information, accomplishing the same task as only allowing membership to 

users agreeing to non-disclosure agreements, meeting the limitation of the claim. 

* 

As per claim 6, Eisenhart teaches the open research and development method 
according to claim 1, wherein the communications network corresponds to the Internet 
(Internet 100), and the membership solicitation information (registration data) is sent 
from a WWW server via the Internet (community web site 320 using Internet 100) 
[Paragraphs 12, 31 and 42]. 

As per claim 7, Eisenhart teaches an open research and development system 
comprising: 
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means (Internet 100, mail server 301, pedestrian website 310, and private 
mail server 350) for sending membership solicitation information (registration data) to 
a communications network (through the pedestrian web site) [Paragraphs 12, 31, 38 
and 41]; 

means (Internet 100, mail server 301, pedestrian website 310 and private 
mail server 350) for sending items (registration data including company contact 
information, personal contact information, role performed, requested login 
account, company affiliation, electronic mail address) to be reported at time of 
application for membership to a network terminal (computer) operated by an applicant, 
by way of the communications network (Internet 100) [Paragraphs 12, 38, 41, and 105]; 

means for acquiring the items (registration component 321 receives 
registration and identification data) which are transmitted from the network terminal 
by way of the communications network (Internet 100) and for performing an 
examination (verification of qualifications by qualification component 322) in 
connection with membership registration on the basis of the received information 
(registration data, contact information) [Paragraphs 12, 45 and 105]; 

means for registering (registration component 321) the (identification) 
information about the applicant into a membership database (database 340) (as a 
member or personal profile) at least on condition that the applicant has passed the 
examination (user is a member) [Paragraphs 13, 45, 46]; and 

means (Collaboration Manager 325 containing Directory browsing 
component 430 and Custom feed component 410) for accumulating, into knowledge 
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database (collection of resources {editorial content, templates, tools, links, 
discussion forums, etc.} into a digital library), information which pertains to a certain 
topic (organized by topic, type of deal sought, targeted industry segment) and 
which has been sent from a member registered in the membership database (member 
with member profile listed) by way of the communications network (Internet 100) 
[Paragraphs 51-52,54-55]. 

Eisenhart teaches the steps of compiling a list of members by utilization of 
information about the members (member profile and need profile of member) 
registered in the membership database [Paragraphs 14 and 55] and teaches the step of 
transmitting engineering information by means of a communications network (Supplier 
server 222 connects to Internet 100 and provides access to technology asset 226, 
technology project 228, and confidential data such as technical documents, test 
results, and empirical studies) [Paragraph 33], but does not explicitly teach the step 
of using a human operator to select members and to request engineering information 
from said selected members. 

However, Dworkin et al. allows for an expert respondent to be selected manually 
by the user or automatically by the system [Column 2, lines 7-9]. Dworkin et al. enables 
the user to be given the opportunity to direct a question to an expert of his or her choice. 
[Column 7, lines 10-11]. 



Application/Control Number: 09/871,605 Page 16 

Art Unit: 3623 

Since the user specifies a subject that has a plurality of members that are 
experts in said subject, said user (or "operator", as per the Applicant's definition of 
"operator" in the specification) has thereby selected members to request information 
from. Therefore, both the computer logic and the user ("operator") of Dworkin et al. are 
used to select members from which to request information. 

Both Eisenhart and Dworkin et al. are directed towards the electronic exchange 
of expert information; therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to modify the teachings of Eisenhart to include the ability 
to select members to request information from based on membership information about 
each expert, because the resulting combination would facilitate the pairing of said user 
with an expert able to answer said user's question based on said expert's membership 
information and areas of expertise, further providing users with the opportunity to direct 
a question to an expert of his or her choice in the scenario of there being more than one 
expert available at the same time. 

Furthermore, the "engineering" information recited in claim 1 is only found in the 
non-functional descriptive material and is not functionally involved in the steps recited 
nor does it alter the recited structural elements. The recited method steps would be 
performed the same regardless of the type of data exchanged. Further, the structural 
elements remain the same regardless of the type of data exchanged. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in terms 
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of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 2106. 

As per claim 9, Eisenhart teaches the open research and development system 
according to claim 7, wherein the means for sending items (Internet 100, mail server 
301, pedestrian website 310, and private mail server 350) to be reported at the time 
of application for membership submits given inquiries (request for registration data) to 
the applicant by way of the communications network (Internet 100) [Paragraphs 12 and 
31, 38 and 41]; and the means for performing an examination (verification of 
qualifications by qualification component 322) performs an examination (qualifying 
the potential member) on the basis of answers provided (registration data and 
contact information) in response to the inquiries [Paragraphs 12, 45 and 105]. 

As per claim 10, Eisenhart teaches the open research and development system 
according to claim 7, wherein the items to be reported for application by the applicant 
includes items to be used for grasping the applicant's experience (personal work 
history) in research and development [Paragraph 13]. 

As per claim 1 1 , Eisenhart teaches the open research and development system 
according to claim 7, further comprising: 

means (Secure collaboration manager 331 and Contract manager 530) for 
submitting a secrecy memorandum (exclusive review agreement and nondisclosure 
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agreement) to the applicant who has passed the examination operation (member), by 
way of the communications network [Paragraphs 15, 84 and 90]; and 

means (Deal tracker component 450, which contains acceptance 
component 458) for determining whether or not the involved parties have agreed on 
the secrecy memorandum (when a supplier and either a buyer or contributor reach 
an agreement during the course of the negotiation of a notarized document of an 
exclusive review agreement) on the basis of the information transmitted from the 
network terminal in response to the submitted secrecy memorandum [Paragraphs 63, 
83-86] . 

Eisenhart teaches a digital notarization of key documents (such as exclusive 
review agreements). It has been admitted as prior art, as a result of improperly and/or 
untimely challenged Official Notice, that it is old and well known in the art that digital 
copies of documents (such as digitally notarized documents) can be transmitted 
between users through means that are also old and well known in the art (Internet, 
electronic mail, file transfer protocol, etc.). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of invention to modify the teachings of Eisenhart to 
include the step of using the Internet to conclude a secrecy memorandum between 
users as a efficient, low-cost means of ensuring that both parties have received certified 
notarized copies of the exclusive review agreement. 
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As cited above, Eisenhart does not explicitly teach the step of admitting 
membership registration of the applicant only if the applicant has concluded the secrecy 
memorandum. However, Eisenhart teaches a system where registered users are 
required to conduct an exclusive review agreement with potential members whom they 
wish to collaborate with before an exchange of information can occur. Only when an 
agreement of collaboration is made and notarized can either party access a secure 
collaboration area in a project portal [Paragraphs 47 and 86]. Members who do not have 
such agreements in place are only permitted to view non-sensitive information, such as 
member profiles, need profiles of users, and a catalog of technology innovations 
available for exchange. Members who have agreed to the exclusive review agreements 
are enabled to view and exchange sensitive information, whereas members without 
such agreements are only able to view non-sensitive information, accomplishing the 
same task as only allowing membership to users agreeing to non-disclosure 

4 

agreements, meeting the limitation of the claim. 

As per claim 12, Eisenhart teaches the open research and development system 
according to claim 7, wherein the communications network corresponds to the Internet 
(Internet 100), and the membership solicitation information (registration data) is sent 
from a WWW server via the Internet (community web site 320 using Internet 100) 
[Paragraphs 12, 31 and 42]. 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Choi whose telephone number is (571) 272 6971. 
The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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